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Before Simms, Seeherman and Hairston, Adm nistrative
Trademar k Judges.

Opi ni on by Seeherman, Adm nistrative Trademark Judge:

North Anerican Free Trade Associ ation, a corporation of
the District of Colunbia, applied to register the mark NAFTA
and design, as shown below, for services which were
subsequent|ly anended to "pronotion of trade and investnent
anong the United States, Canada, Mexico and other countries;

providing information and consultation to nmenbers regarding
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the issues and effects of a free trade area on their

i nvestnents."?!

A final refusal was ultimately issued pursuant to Section
2(a) of the Trademark Act, 15 U. S.C. 1052(a), on the ground
that applicant's mark consists of or conprises matter which
may fal sely suggest a connection with the North Anerican
Free Trade Agreenent, which is known by the acronym NAFTA.
In addition, the Exam ning Attorney has made final a
requi renent for a disclainer of exclusive rights to "NAFTA"
pursuant to Section 6 of the Trademark Act, 15 U. S.C 1056,
shoul d the mark be determ ned to be otherw se registrable.
It is fromthis final refusal and final requirenent
t hat applicant has appeal ed. The case was fully briefed,
and an oral hearing was held before the Board.
Section 2(a) prohibits, inter alia, the registration of

a mrk if it "consists of or conprises...mtter which

1 Application Serial No. 74/179,335, filed June 24, 1991, and
asserting first use on March 28, 1991 and first use in
interstate conmerce on May 1, 1991
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may...fal sely suggest a connection with persons, |iving or
dead, institutions, beliefs, or national synbols...." As
the Court explained in The University of Notre Dane du Lac
v. J.C. Gournmet Food Inports Co., Inc., 703 F.2d 1372, 217
USPQ 505, 508 (Fed. Cir. 1983), Section 2(a) was designed to
protect "the name of an individual or institution which was
not a technical 'trademark' or 'trade nanme' upon which an
obj ection could be made under Section 2(d)." Further, the
court stated that Section 2(a) enbraces the concepts of the
right to privacy and the related right of publicity. 217
USPQ at 5009.

This Board, inIn re Cotter & Co., 228 USPQ 202, 204
(TTAB 1985), delineated what was required of the Ofice to
support a refusal under the "fal sely suggests a connection"

cl ause of Section 2(a):

...1t is the Exam ning Attorney's burden
to show that the nmark sought to be

regi stered i s unm stakably associ at ed
with a particular "persona.” In order
to do this, an Exam ning Attorney nust
show that the mark sought to be

regi stered is the sane or a cl ose
approxi mation of the nane or identity of

a person, living or dead, or of an
institution and that it would be
recogni zed as such. It nmust also be

clear that the person or institution
identified by the mark is not connected
with the goods or services perforned by
applicant under the mark. Finally, it
must be shown that the fane or
reputation of the naned person or
institution is of such a nature that a
connection with such person or
institution would be presuned when the
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applicant's nark is used on its goods or

servi ces.
See also, In re Nuclear Research Corp., 16 USPQ2d 1316 (TTAB
1990.)

Moreover, in In re Nuclear Research Corp., supra, the
Board stated that the phrase "fal sely suggest a connection
W th" requires, by inplication, that the person or
institution with whom a connection is suggested nust be the
prior user.

There is no question that NAFTA is an acronymfor a
treaty called the "North Anerican Free Trade Agreenent."

See Acronyns, Initialisns & Abbreviations Dictionary (1993)

made of record by the Exam ning Attorney. The term NAFTA
has al so recei ved wi despread publicity, as is shown by the
excerpts fromvarious articles made of record by the
Exam ni ng Attorney, sone of which we quote bel ow

One day after Denocratic presidential
candidate Bill dinton endorsed the
North Anmerican Free Trade Agreenent with
reservations, an adm nistration official
said Cct. 5 that it would be "very
difficult” to have a viabl e NAFTA under
a Denocratic adm ni stration.

Speaking at a Border Trade Alliance on
NAFTA. . ..

"Daily Report for Executives," Qct. 6,
1992

* k% *

NAFTA ERCDES U.S. POAER OF SELF- RULE
(headl i ne)

... but under NAFTA | ocal power w il be
drastically reduced even further...
"The Phoeni x Gazette,"” Nov. 5, 1993
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NAFTA expectations and reservations
(headl i ne)

They coul d expect Carol Browner's

Envi ronmental Protection Agency to have
sonething to say about it, and NAFTA

wi |l provide the excuse.

"The Washington Tinmes," Cct. 26, 1993

* k%

How Green | s NAFTA? Two

envi ronnment al i sts--one pro, one con--
take on the treaty (headline)
...negotiated for NAFTA are very strong.
There's a five-step process.

"The San Francisco Chronicle," Oct. 24,
1993

... NAFTA, the trade treaty that has
becone a major test of his presidency,
was comng up for a vote in Congress on
Nov. 17.... ...and the unions were

cl obbering NAFTA with TV ads. How,
Clinton and Gore wondered, do they sel
NAFTA?

"Newsweek, " Nov. 15, 1993

* k%

The "Newsweek" article points out that NAFTA was a
maj or issue for President Cinton during the 1994
Congressional election canpaign; as a result, nost Anericans
woul d be aware of this term The fact that many of the
articles refer to "NAFTA" in their headlines, and the
"Newsweek" article refers only to "NAFTA, " w thout any
mention of the entire phrase "North Anmerican Free Trade
Agreenent," supports the view that the term NAFTA is
recogni zed by the public at |arge. Mreover, applicant has

acknow edged that the press and the U S. governnent use the
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acronym NAFTA to identify and di scuss the trade agreenent.
Brief, p. 7.

Wil e applicant's mark al so includes the design of a
gl obe, this does not avoid the commercial inpression that
the mark is the same as or a close approxi mation of the
NAFTA treaty. One cannot overcone a refusal based on a
fal se suggestion of a connection nerely by adding a design
element to an entity or institution's identity; in this
case, noreover, the design which applicant has adopted
reinforces that the mark will be identified with the NAFTA
treaty because it depicts the three countries which are the
parties to the agreenent.

Thus, with respect to the requirenent that the Ofice
show t he mark sought to be registered is the sane or a cl ose
approxi mati on of the nane or identity of a person or of an
institution and that it would be recogni zed as such, we have
no doubt that applicant's mark woul d be recogni zed by both
t he general public and the specialized business audi ence
whi ch are the asserted consuners of applicant's services as
the nane or identity of the North Anerican Free Trade
Agr eenent .

Appl i cant has pointed out that the Trademark Act refers
to a fal se suggestion of a connection with a person or
institution, and argues that Section 2(a) cannot apply in
this case because NAFTA is a treaty. Wile applicant
recogni zes that the term"institution" as used in Section

2(a) has been found to enconpass universities, fraternal



Ser No. 74/179, 335

organi zati ons and professional organizations, brief, p.5,
applicant argues that a trade agreenent or treaty shoul d not
be considered an institution, and to do so would result in
an institution being created whenever persons or
institutions enter into a contract.

NAFTA is not nerely a contract or agreenment. Rather, it
is an original treaty, with three suppl enental agreenents,
between the United States, Canada and Mexico, which sets up
a series of relationships between these countries on a
nunmber of issues ranging fromtrade to environnental
concerns. Moreover, NAFTA provides for the establishnment of
a Free Trade Comm ssion,2 a Secretariat,3 conmttees and
wor ki ng groups, 4 binational panels,®> as well as the
establi shment of permanent offices in each country. The
treaty further provides that the comm ssions, etc. are to
support the work of commttees and groups established under
NAFTA and resol ve di sputes between the parties to the
agr eenent .

The totality of NAFTA, thus, is not nmerely a contract,
but it is the treaty, the supplenental agreenments, and the
vari ous comm ssions, commttees, offices, etc. which are
establ i shed by those docunents. Wen viewed as this

totality, we find that NAFTA qualifies as an "institution"

See Chapter Twenty, Article 2001(1).

See, for exanple, Chapter Twenty, Article 2002.
See, generally, Annex 2001. 2.

See, generally, Chapter 19.

a b~ w N
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wi thin the neaning of Section 2(a) of the Trademark Act.6
In stating this, we are mndful of the |egislative history
whi ch indicates that the reference to an "institution"” in
Section 2(a) was designed to have an expansive scope. See
Hearings on H R 4744 Before the Subcomm on Trademarks of
t he House Comm on Patents, 76th Cong., 1st Sess., (1939),
i ncl uded as an appendix to University of Notre Dane v. J.C

Food I nports, supra at 217 USPQ 510, 512.7

6 W also take judicial notice of the Black's Law Dictionary
(5th ed. © 1979) definition of "institution" quoted by the
Exam ning Attorney in her brief:
Political law. A law, rite, or cerenony enjoined by
authority as a permanent rule of conduct or of
governnent. An organi zed society, established either
by | aw or the authority of individuals, for pronoting
any object public or social.

A system or body of usages, |aws, or regul ations, of
extensive and recurring operation, containing within
itself an organismby which it effects its own

i ndependent action, continuance, and generally its
own further developnment. |Its object is to generate,
effect, regulate, or sanction a succession of acts,
transactions, or productions of a peculiar kind or
class. W are likewise in the habit of calling
single laws or usages "institutions,” if their
operation is of vital inportance and vast scope, and
if their continuance is in a high degree independent
of any interfering power.

(The Board may take judicial notice of dictionary
definitions. Marcal Paper MIls, Inc. v. Anmerican Can Co., 212
USPQ 852 (TTAB 1981).

The NAFTA treaty not only provides for the establishment of a
Secretariat, regional offices, commttees, working groups and
the like, but it engendered further inplenenting |egislation
passed by Congress, and Executive Orders issued by the
Presi dent .

7 W note applicant's position that the |egislative history
"shows that the term'institution was included strictly for the
purpose of protecting 'fraternal societies and organi zations."'"
Reply brief, p. 4. However, although a treaty such as NAFTA was
not specifically mentioned during this discussion, it is our
view that the term"institution" was included so that Section
2(a) woul d have an expansive scope.
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Applicant argues that its NAFTA and design mark is not
unm st akenly associated with another institution because it
does not point uniquely to an institution. That is,

appl i cant argues that NAFTA does not only identify a

particul ar NAFTA conm ssion nor does it only identify one of
the signatories to the agreenent. W are not persuaded by
this argument. NAFTA, as we have previously stated, refers
to the totality of the agreenent, including the various
commi ssions and offices established by it. It is this
institution to which the term NAFTA poi nts uniquely. NAFTA
is an institution, in the same way that the United Nations
is an institution. The United Nations was created by treaty
to which different sovereign entities are signatories, and
has various governi ng bodi es such as a Secretariat and
Ceneral Assenbly, agencies which carry out specific tasks,
and even arned forces.

We woul d al so point out that, unlike Notre Dane, where
Not re Dame was associated not only with the University, but
identified a fanous and sacred religious figure and was used
in the nanes of churches dedicated to Notre Dane, such as
the Cathedral in Paris, in this case NAFTA does not have a
vari ety of well-known neani ngs.

This brings us to the requirenent that the institution
identified by the mark is not connected with the goods or
services perfornmed by applicant under the mark. Cearly the

Ofice has net its burden with respect to this requirenent.
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Appl i cant does not claimthat it is part of, or established
by, the NAFTA treaty.

The next requirenent is that a connection with the
NAFTA institution would be presunmed when applicant's mark is
used with its services. Applicant's services are "pronotion
of trade and investnent anong the United States, Canada,

Mexi co and ot her countries; providing information and
consultation to nenbers regarding the issues and effects of
a free trade area on their investnments." These services are
closely related to the activities perfornmed under the NAFTA
agreenent, the preanble of which states that the United
States, Canada and Mexico are resolved to, inter alia:

create an expanded and secure market for
t he goods and services produced in their
territories;

establish clear and nutual ly

advant ageous rul es governing their
trade;

ensure a predictable comrerci al
framewor k for business pl anning and
i nvestnent; and

enhance the conpetitiveness of their
firms in global markets.

In addition, the NAFTA treaty establishes, inter alia,
a Secretariat to facilitate the operation of the agreenent
(Article 2002); commttees such as the Committee on Trade in
Goods, which addresses issues related to novenent of goods
through the three countries' ports of entry (Article 316);
and wor ki ng groups such as the Wrking Goup on Trade and

Conpetition, which nakes recomrendati ons on issues

10
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concerning the relationship between conpetition |aws and
policies and trade in the free trade area. (Article 1504).
G ven these simlarities in the activities performed under
NAFTA, and applicant's own activities, we find that a
connection between applicant's activities and the
institution of NAFTA woul d be presunmed when applicant uses
the mark NAFTA and design in connection wth its services.

Applicant argues that it perfornms its services for its
menbers, who are sophisticated international business
persons. \While applicant acknow edges that these people
know t hat NAFTA is used by the press and the governnent to
identify the trade agreenent, it asserts that they would
know t hat NAFTA and design, as applied to the services
obt ai ned from applicant, indicates the services of
applicant. Applicant further explains that these
sophi sticated consuners would realize that the NAFTA treaty
does not provide information services regarding the effects
of a free trade area on investnents, and that they, as well
as the general public, would realize that only the three
government signatories to the NAFTA treaty have standing to
negoti ate changes to the agreenent.

We do not find applicant's argunents to be persuasive.
The question is not whether its nmenbers, after |earning who
applicant is and what it does, realize that applicant is not
connected with the NAFTA institution, but whether, upon
seeing the trademark used in connection with applicant's

services, the potential consumers of such services are

11
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likely to believe that there is a connection. Because of

t he nunber of comm ttees, working groups and the |ike which
are established by the treaty, even sophisticated business
peopl e may believe, when viewi ng the mark NAFTA and design
in connection with the identified services, that applicant
has been established pursuant to the treaty to facilitate
trading and investnent in the free trade area created by the
treaty. O they may believe that applicant's services are
sponsored or approved by one of the NAFTA Conmm ssi ons,

comm ttees, working groups, etc. Thus, even if they l|ater

| earn that applicant is not connected with the NAFTA treaty,
they nmay becone nenbers of applicant because of the false
suggestion of a connection conveyed by applicant's mark.

Mor eover, applicant's identified services include
"pronotion of trade and investnent anong the United States,
Canada, Mexico and other countries,” wthout any limtation
as to its custoners. Such services could be rendered to the
public at large, e.g., ordinary investors and small
busi nesses which do not have the asserted sophistication of
applicant's nenbers.

Applicant recognizes that "the Notre Dane case, supra,
states that even if there is no presunmed connection between
the free trade agreenent and the Association's services,

8 2(a) can be violated if the evidence shows that the
applicant intended such a violation.”™ Brief, p. 8  See

Notre Dame, supra at 217 USPQ at 509, "Evidence of such

intent would be highly persuasive that the public wll nmake

12
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the intended fal se association.”™ Although applicant asserts
that there is no evidence to indicate such an intent by
applicant, we note that applicant's very nane, North
American Free Trade Association, is alnost identical to the
North American Free Trade Agreenent, and that at the tine
applicant filed its reservation of nanme, and adopted its
mar k, applicant was well aware that NAFTA referred to the
North American Free Trade Agreenent. |In fact, applicant

proudly states that its executives played a role "in the
creation of a North Anerican free trade agreenent,” and that
its president testified before Congress in support of such
an agreenent. Brief, p. 4. Applicant's know edge of the
proposed treaty provides the evidence of applicant's intent
in adopting its mark to identify the NAFTA treaty.

Finally, we turn to the "inplicit" requirenent that the
person or institution with whom a connection i s suggested
must be the prior user of the term Applicant asserts that
its use of its mark predates the NAFTA agreenents, and
predates the use of the gl obe design on the Suppl enent al
NAFTA agreenents.8 Applicant clains that it has used its

mark since at |east May 1, 1991.° However, the United

8 As previously discussed, our conclusion that applicant's mark
is the same or a close approximation of the institution of NAFTA
was based on the inclusion in applicant's mark of the term
NAFTA; thus, even if applicant can prove prior user of the gl obe
design, this would not affect our decision herein.

9 Applicant has submitted with its brief a letter dated May 1,
1991 showing use of its mark on its stationery. \Wile applicant
clains that this exhibit had been submtted with its origina
application "dated May 29, 1991," the original application
papers were signed on June 24, 1991, and the application was
filed on that date. Mor eover, this letter was not submtted

13
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States governnent was using the term NAFTA to refer to a
proposed North Anerican Free Trade Agreenent prior to that
date. On March 1, 1991 President Bush submtted a report to
Congress requesting the extension of fast track procedures
to facilitate passage of certain foreign trade |egislation
That report includes the follow ng statenent:

North Anerican FTA. W have a historic
opportunity to achieve a North Anerican
Free Trade Agreenent (NAFTA) wi th Canada
and Mexico. ... Building on those
reforms and on the existing FTA we have
wi th Canada, we can create a NAFTA t hat
enconpasses sone 360 mllion people with
alnmost $6 trillion in output. A
conprehensi ve NAFTA will create growh
and better jobs in all three countries,
and wi Il make us nore conpetitive in the
gl obal mar ket pl ace.

We recogni ze that the NAFTA treaty was not entered into
until Decenber 17, 1992, was not submtted to Congress unti
Novenber 3, 1993, and was not fornally approved by Congress
until Decenber 8, 1993. All of these dates were subsequent
to applicant's clainmed date of first use and the filing of
its application. However, neither the date of execution of
a treaty, nor the date it becones effective, should be
regarded as the date it acquires its identity. It is common

know edge that, when it conmes to governnental activities,

with the original application (a blank piece of |etterhead was
filed). Because the May 1, 1991 letter was not nade of record
during the prosecution of the application, it cannot be
considered at this point. |In any event, whether we consider the
dates of conmmerce claimed in the application or the application
filing date as evidencing applicant's first use, it is clear, as
wi Il be discussed above, that applicant's use of NAFTA does not
predate the use of the acronym NAFTA for the treaty.

14
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substantial tinme may el apse fromthe nonent an action is
first proposed until it cones to fruition. During the
interimnegotiation and di scussion period, however, the nane
that is used for, e.g., an Executive Departnent or Agency,

or a treaty, can receive substantial publicity and as a
result it achieves an identity, or persona. That is what
occurred with the NAFTA treaty. (Again, we point out that
the fact applicant chose the name North Anerican Free Trade
Associ ation, and used the mark NAFTA and desi gn, nonths
after the President of the United States proposed a North
Anerican Free Trade Agreenent, indicates that the NAFTA
treaty had achi eved such an identity, and that applicant

i nt ended, by choosing its mark, that the public woul d make a
fal se association with the institution of NAFTA.)

This case differs fromlIn re Nucl ear Research Corp., 16
USPQ2d 1317 (TTAB 1990), in which the Board found that the
applicant in that case had used the letters NRC | ong before
the inception of the U S. Nucl ear Regul atory Conm ssion. As
we have al ready noted, applicant was well aware of the
proposal for a North Anerican Free Trade Agreenent, which
was being identified by the acronym NAFTA, at the tinme it
first used its mark.

Accordingly, we find that the Patent and Trademark
Ofice has net its burden of proving that applicant's mark
NAFTA and design fal sely suggests a connection with the
North Anmerican Free Trade Agreenent, and we affirmthe

refusal on this ground.

15
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In view of this finding, the requirenent for a
di scl ai mer of NAFTA is noot, since that requirenment was mde
only if the mark was otherw se found registrable. However,
in order to render an opinion on all issues, we hereby
affirmthis requirenent. The term NAFTA in applicant's mark
is nerely descriptive of applicant's services.
Specifically, the evidence shows that NAFTA is an acronym
for the North American Free Trade Agreenent, and applicant's
identified services are the pronotion of trade and
investnment in the countries which are signatory to that
trade agreenent, and the providing of advice regarding
investnments with respect to the free trade area. Therefore,
NAFTA is nerely descriptive of applicant's services, and
must be di sclai med pursuant to Section 6 of the Trademark
Act. Applicant's argunents that NAFTA m ght have any nunber
of nmeanings are, to say the |east, not persuasive.
Appl i cant has previously acknow edged that the press and
government refer to the North American Free Trade Agreenent
by the acronym NAFTA, and the evidence which is of record
shows that this termis well-known to the general public.
Applicant's suggestions that the term NAFTA in its mark
could refer to services involving North Atlantic free trade
or North Anerican Feather Trading would require that the
mark be viewed in a vacuum However, it is well established
that the question of whether a termin nerely descriptive
must be viewed in the context of the identified services.

Mor eover, applicant woul d have us consider the term NAFTA

16
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per se, without the context of the entire mark, which
i ncl udes the gl obe design featuring North Anerica. The
meani ng that consuners will ascribe to the termcan be
affected by the other material, and in this case the design
reinforces that NAFTA is a reference to the treaty.

Deci sion: The refusal pursuant to Section 2(a) is
affirmed. Further, even if applicant's mark were ot herw se
to be held registrable, the requirenent for a disclainer of

NAFTA is affirned.

R L. Simms

E. J. Seeherman

P. T. Hairston
Adm ni strative Trademark Judges
Trademark Trial and Appeal Board
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